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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 1 1 October 2005 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 46-64 is/are pending in the application. 

4a) Of the above claim(s) 46-55 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 56-64 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) ^ Ciaim(s) 46-64 are subject to restriction and/or election requirement. 

Application Papers 

9) [3 The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 
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1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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FINAL OFFICE ACTION 

Election By Original Presentation 

1 . Method claims 46-55 remain directed to an invention that cannot be examined 
via submission of an RCE since Applicant may not switch inventions as a matter of right 
via an RCE submission (see MPEP 706.07(h)). Accordingly, since apparatus claims 
were examined prior to the submission of the RCE and throughout the prior prosecution, 
the invention defined by the apparatus claims has been constructively elected by 
original presentation for prosecution on the merits. Accordingly, claims 46-55 are 
withdrawn from consideration as being directed to a non-elected invention. Apparatus 
claims 56-64 are being treated on the merits. 

2. This application contains claims 46-55 drawn to a nonelected invention. A 
complete reply to the final rejection must include cancellation of nonelected claims or 
other appropriate action (37 CFR 1.144) See MPEP § 821.01. 

Priority 

3. Acknowledgment is made of applicant's claim for domestic priority under 35 
U.S.C. § 119(e). 

Claim Rejections - 35 U.S.C. § 112, first paragraph 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

5. The specification is objected to under 35 U.S.C. § 1 12, first paragraph, as the 

specification, as originally filed, does not provide support for the invention as is now 

claimed. 

The limitation added to claim 56 via the last response regarding "the fluid being in 
contact with a substantial portion of said inner surface of said non-rotating filter housing 
and with said filter" is not supported by the originally filed disclosure. The description of 
the elected species of Fig. 34 (which is an enlarged view of Fig. 19) recites nothing 
regarding the extent to which fluid contacts the inner surface of the housing. This 
embodiment appears to collect filtered oil in a sump region at the bottom of the housing 
(see Fig. 14) wherein the filtered oil is withdrawn from the sump via drain tube (shown 
as element 354 in Fig. 14). The elected embodiment and other described embodiments 
thus would appear to operate in a manner that necessarily precludes the fluid from 
being in contact with a substantial portion of the inner surface of the housing since the 
oil travels through the filter toward the sump (not on the outside of the filter) and then 
aspirated through the drain tube 354 via the venturi 374 to the oil outlet 316. This 
arrangement would hardly allow the fluid to contact a substantial portion of said inner 
surface of said non-rotating filter housing as is now claimed. 

Review of the specification reveals that the nonelected species of Fig. 20 
operates such that the fluid (filtered oil) is discharged in a region between the outer 
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surface of the filter and the inner surface of the housing, yet the specification is silent 
with regard to the flow patterns of the fluid after it exits the filter (other than by gravity) 
and the extent to which it contacts the inner surface of the housing. Thus, even if Fig. 
20 were elected, the specification would still not support the language added to 
claim 56. 

6. Claims 56-64 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 56, 57, 58, 63, and 64 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Greenstein (US 5,207,634). 

For purposes of construing the scope of the pending claims throughout this office 
action, the recited "filter" is considered but a rotor or other such rotary member that is 
capable of separating a substance therein into different phases or densities within the 
broad meaning of the term. 
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Accordingly, the patent to Greenstein discloses a non-rotating housing having an 
inner surface 17; a filter 12 within the housing rotatable about an axis for separating 
substances within 14; a brushless DC motor 32 coupled to the filter 12 to spin the rotor; 
and a speed control circuit 38 for controlling speed of the filter. 

The recited rotational speeds have been considered but fail to impart or invoke 
any means or structure to the apparatus claims which defines over the applied prior art 
and the motors of the prior art are considered most capable of rotating the filter within 
the recited ranges, particularly when the motor is coupled to a speed control circuit as in 
this instance. Nonetheless, Greenstein teaches the recited speeds at col. 1, lines 24-27 
and col. 4, lines 65-68. 

9. Claims 56, 57, 63, and 64 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Van Der Herberg (US 5,160,609). 

The patent to Van Der Herberg discloses a non-rotating housing 2 having an 
inner surface; a filter 3 within the housing rotatable about an axis for separating 
substances therein; and a DC motor 4 coupled to the filter 3 to spin the rotor. The 
recited rotational speeds have been considered but fail to impart or invoke any means 
or structure to the apparatus claims which defines over the applied prior art and the 
motors of the prior art are considered most capable of rotating the filter within the 
recited ranges, particularly when the motor is coupled to a speed control device as in 
this instance (col. 2, lines 18-21 and col. 5, lines 57-60). 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: ^ 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which 
the invention was made. 

1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

12. Claims 56, 57, 58, 63, and 64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vado et al. (US 5,656,164) in view of Pavlovich et al. (US 
5,892,307). 

The patent to Vado et al. (US 5,656,164) discloses a centrifuge apparatus 
comprising a non-rotating housing 2 having an inner surface; a filter 9 within the housing 
rotatable about an axis for separating substances within 9; an electric motor 3 coupled 
to the filter 9 to spin the rotor; and a speed control device 17, 18 for controlling speed of 
the filter. Vado et al. does not disclose a brushless DC motor but does suggest that the 
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motor may take other forms (col. 2, lines 13-15). The patent to Pavlovich et al. teaches 
a brushless DC motor (Fig. 1) and that brushless DC motors are most suitable for 
centrifuges. It would have been obvious to one having ordinary skill in the art, at the 
time applicant's invention was made, to have substituted the electrical motor in Vado et 
al. with a brushless DC motor in such a centrifuge environment as taught by Pavlovich 
et al. for the purposes of increasing reliability of the motor by obviating the need for 
brushes which prove to be unreliable and to improve the electromechanical and power 
output parameters of the motor (col. 1 , lines 31-47). 

The recited rotational speeds have been considered but fail to impart or invoke 
any means or structure to the apparatus claims which defines over the applied prior art 
and the motors of the prior art are considered most capable of rotating the filter within 
the recited ranges, particularly when the motor is coupled to a speed control circuit as in 
this instance. Nonetheless, Pavlovich et al. teaches the recited speeds at col. 6, lines 
25-27 and col. 10, lines 30-32. 

13. Claims 56, 58, 59, 60, 61, 63, and 64 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gold et al. (US 2,745,217) in view of Pavlovich et al. (US 
5,892,307). 

The patent to Gold et al. (US 2,745,217) discloses a centrifuge apparatus 
comprising a non-rotating housing 14, 16 having an inner surface; a filter 17 within the 
housing rotatable about an axis for separating substances within 17; an electric motor 
25 coupled to the filter 17 to spin the rotor; and an ejector vacuum device 27 for creating 
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a vacuum in the filter 17 and housing. Gold et al. does not disclose a brushless DC 
motor. The patent to Pavlovich et al. teaches a brushless DC motor (Fig. 1) and that 
brushless DC motors are most suitable for centrifuges. It would have been obvious to 
one having ordinary skill in the art, at the time applicant's invention was made, to have 
substituted the electrical motor in Gold et al. with a brushless DC motor in such a 
centrifuge environment as taught by Pavlovich et al. for the purposes of increasing 
reliability of the motor by obviating the need for brushes which prove to be unreliable 
and to improve the electromechanical and power output parameters of the motor (col. 1, 
lines 31-47). 

The recited rotational speeds have been considered but fail to impart or invoke 
any means or structure to the apparatus claims which defines over the applied prior art 
and the motors of the prior art are considered most capable of rotating the filter within 
the recited ranges. Nonetheless, Pavlovich et al. teaches the recited speeds at col. 6, 
lines 25-27 and col. 10, lines 30-32. 

14. Claims 56, 58, 59, 60, 61, 62, 63, and 64 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Penny (US 5,904,841) in view of Pavlovich et al. (US 
5,892,307). 

The patent to Penny discloses a centrifuge apparatus comprising a non-rotating 
housing 14 having an inner surface; a filter 12 within the housing rotatable about an axis 
for separating substances within 12; a rotor drive 18 to spin the rotor; and a venturi 
vacuum device 1 1 2 for creating a vacuum; and an engine that would inherently have an 
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electrical system in the environment in which the device Penny is intended to be 
employed. Penny does not disclose a brushless DC motor. The patent to Pavlovich et 
al. teaches a brushless DC motor (Fig. 1) and that brushless DC motors are most 
suitable for centrifuges. It would have been obvious to one having ordinary skill in the 
art, at the time applicant's invention was made, to have substituted the rotor drive in 
Penny with a brushless DC motor in such a centrifuge environment as taught by 
Pavlovich et al. for the purposes of positively driving the filter at a selected speed as 
opposed to an unreliable reaction drive which is not speed controllable and to increase 
the reliability of the motor by obviating the need for brushes which prove to be unreliable 
and to improve the electromechanical and power output parameters of the motor (col. 1, 
lines 31-47). The electrical system inherent to Penny is deemed most capable of 
providing the electrical energy needed to drive the DC motor. 

The recited rotational speeds have been considered but fail to impart or invoke 
any means or structure to the apparatus claims which defines over the applied prior art 
and the motors of the prior art are considered most capable of rotating the filter within 
the recited ranges. Nonetheless, Pavlovich et al. teaches the recited speeds at col. 6, 
lines 25-27 and col. 10, lines 30-32. 

* * * 

With regard to the above rejections and the language added to claim 56 
regarding "the fluid being in contact with a substantial portion of said inner surface of 
said non-rotating filter housing and with said filter" that Applicant relies upon for 
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patentability in the remarks, a recitation with respect to the material intended to be 
worked upon by a claimed apparatus (the fluid in this instance) does not impose any 
structural limitations upon the claimed apparatus, which differentiates it from a prior art 
apparatus satisfying the structural limitations of that claimed. See Ex parte Masham, 
USPQ2d 1647, 1648 (Bd. App. 1987). Also see In re Rishoi, F.2d 342, 344, 94 USPQ 
71, 72 (CCPA 1952); and In re Young, 75 F.2d 996, 997, 25 USPQ 69, 70 (CCPA 
1935). Accordingly, the recitation of what particular surfaces the fluid contacts during 
operation of the apparatus is not germane to the patentability of the apparatus itself. 
Since all of the claimed elements are met by the prior art applied above under 35 U.S.C 
102, 103, the rejections are considered proper. 

Conclusion 

1 5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. § 1.136(a). 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS ACTION. 
IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS OF THE 
MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION IS NOT 
MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL 
EXPIRE ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION 
FEE PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
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MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE STATUTORY 
PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM THE DATE 
OF THIS FINAL ACTION. ANY RESPONSE FILED AFTER THE MAILING DATE OF 
THIS FINAL REJECTION WILL BE SUBJECT TO THE PROVISIONS OF MPEP 714.12 
AND 714.13. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles E. Cooley whose telephone number is (571) 
272-1139. The examiner can normally be reached on Mon-Fri. All official facsimiles 
should be transmitted to the centralized fax receiving number 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Charles E. Cooley 
Primary Examiner 
Art Unit 1723 



20 October 2005 



